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ATTORNEY DOCKET NO. K655, K654 

 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

 

 

OMEGA S.A. (OMEGA AG) 

(OMEGA LTD), 

                             Opposer, 

 

                v. 

 

ALPHA PHI OMEGA, 

                             Applicant. 

  

 

Mark:  ALPHA PHI OMEGA and design 

Opp. No.:  91197504 (Parent) 

Serial No.: 77950436 

 

 

 

 

OMEGA S.A. (OMEGA AG) 

(OMEGA LTD), 

                             Opposer, 

 

                v. 

 

ALPHA PHI OMEGA, 

                             Applicant. 

 

  

 

 

 

Mark:        AΦΩ 

Opp. No.:  91197505 (Child) 

Serial No.: 77905236 

 

 

 
 

 

DECLARATION OF OREN GELBER IN SUPPORT OF OPPOSER’S  

OPPOSITION TO APPLICANT’S MOTION TO COMPEL  

 

 

I, Oren Gelber, declare as follows: 

 

1. I am an attorney at the firm Collen IP, attorney for Omega SA (Omega AG) 

(Omega Ltd.).  I submit this declaration in support of Opposer’s Opposition to Applicant’s 

Motion to Compel. The facts set forth in this Declaration are personally known to me and I have 
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first hand knowledge thereof. If called as a witness, I could and would competently testify to all 

facts within my personal knowledge, except where stated upon information and belief. 

2. On November 22, 2010, Opposer initiated Opposition Nos. 91197504 and 

91197505 by filing Opposer’s Notices of Opposition against Applicant’s U.S. Trademark 

Application Serial Nos. 77950436 and 77905236, respectively.  

3. Following Applicant’s Answer and the discovery conference, the parties engaged 

in settlement discussions and filed a number of motions for suspension with the Board. 

4. Following the Board’s Order of January 24, 2013 Opposer moved to consolidate 

these proceedings on February 19, 2013. 

5. While Opposer’s Motion on Consent to Consolidate Related Proceedings was 

pending before the Board, Applicant served Opposer with Applicant’s First Set of 

Interrogatories, Applicant’s First Request for Production of Documents and Things and 

Applicant’s First Request for Admissions on February 28, 2013. 

6. On March 18, 2013 the Board granted Opposer’s Motion on Consent to 

Consolidate Related Proceedings. 

7. On April 3, 2013 Opposer served upon Applicant a Notice of Rule 30(b)(6) 

Deposition on Oral Exam. A true and correct copy of Opposer’s Notice of Rule 30(b)(6) 

Deposition on Oral Exam is attached hereto as Exhibit 1. 

8. On April 4, 2013 Opposer served Opposer’s Responses and Objections to 

Applicant’s First Set of Interrogatories, Opposer’s Responses and Objections to  Applicant’s 

First Request for Production of Documents and Things and Opposer’s Responses and Objections 

to  Applicant’s First Request for Admissions. A true and correct copy of Opposer’s Responses 

and Objections to Applicant’s First Set of Interrogatories is attached hereto as Exhibit 2; a true 
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and correct copy of Opposer’s Responses and Objections to Applicant’s First Request for 

Production of Documents and Things is attached hereto as Exhibit 3; and a true and correct copy 

of Opposer’s Responses and Objections to Applicant’s First Request for Admissions is attached 

hereto as Exhibit 4. 

9. On April 17, 2013, Applicant asserted objections to Opposer’s Notice of Rule 

30(b)(6) Deposition on Oral Exam. A true and correct copy of Applicant’s letter dated April 17, 

2013 is attached hereto as Exhibit 5. 

10. In a letter dated April 30, 2013 Opposer responded to Applicant’s objections to 

Opposer’s Notice of Rule 30(b)(6) Deposition on Oral Exam.  A true and correct copy of 

Applicant’s letter dated April 30, 2013 is attached hereto as Exhibit 6. 

11. In emails dated April 30, 2013 through May 10, 2013, the parties exchanged 

communications concerning Opposer’s Notice of Rule 30(b)(6) Deposition on Oral Exam. A true 

and correct copy of Opposer’s and Applicant’s counsels’ email chain from April 30, 2013 

through May 10, 2013 is attached hereto as Exhibit 7. 

12. On May 14, 2013, Opposer’s and Applicant’s counsel held a telephone 

conference concerning Opposer’s Notice of Rule 30(b)(6) Deposition on Oral Exam seeking to 

resolve Applicant’s objections. 

13. On May 21, 2013, Applicant’s counsel sent Opposer’s counsel correspondence 

addressing some of the topics discussed during the May 14, 2013 telephone conference.  A true 

and correct copy of Applicant’s letter dated May 21, 2013 is attached hereto as Exhibit 8. 

14. On May 24, 2013, Applicant’s counsel transmitted to Opposer’s counsel 

Applicant’s deficiency letter. A true and correct copy of Applicant’s deficiency letter dated May 
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24, 2013 is attached hereto as Exhibit 9.  Applicant made no other efforts to conference with 

Opposer to resolve alleged discovery defects beyond its May 24, 2013 letter. 

15. On May 29, 2013, Opposer’s counsel sent Applicant’s counsel Opposer’s an 

Amended Notice of Rule 30(b)(6) Deposition on Oral Exam.  A true and correct copy of 

Opposer’s Amended Notice of Rule 30(b)(6) Deposition on Oral Exam is attached hereto as 

Exhibit 10. 

16. On May 30, 2013, Opposer’s counsel sent Applicant’s counsel correspondence 

clarifying points regarding the deposition that were discussed during the parties’ May 14, 2013 

meet and confer and raised in Applicant’s counsel’s letter of May 21, 2013.  A true and correct 

copy of Opposer’s letter dated May 30, 2013 is attached hereto as Exhibit 11. 

17. On June 5, 2013, Opposer’s counsel took the deposition of Applicant’s witness. 

18. On April 26, 2013, Opposer served upon Applicant its document production, 

bates-labeled OSA000001-2861. 

19. On May 22, 2013, Applicant served upon Opposer its document production, 

bates-labeled AL0001-0131.  A true and correct copy of Applicant’s document production is 

attached hereto as Exhibit 12. 

20. Applicant’s document production included Applicant’s U.S. Trademark 

Registration No. 3828181 for “Headwear; Jackets; Shirts; Sweat shirts” in Class 25. U.S. 

Trademark Office records show that the application that resulted in this registration was filed on 

January 8, 2010 and asserts a date of first use of 1980. A true and correct copy of the USPTO 

Records for U.S. Trademark Registration No. 3828181 as obtained from the Trademark Status & 

Document Retrieval is attached hereto as Exhibit 13. 
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21. Applicant’s document production included Applicant’s U.S. Trademark 

Registration No. 265,052 for “FRATERNITY BADGES, LAPEL BUTTONS; SCARF, LAPEL, 

AND BREAST PINS; CUFF LINKS, TIE CLASPS, CHARMS, FINGER RINGS, BELT 

BUCKLES, AND ORNAMENTAL SHIELDS, ALL OF PRECIOUS METAL” in Class 14. 

Applicant’s document production (Exhibit 12) bates labeled AL0009 shows that the application 

that resulted in this registration was filed on July 3, 1929.   

22. According to the United States Patent and Trademark Office records, Applicant’s 

U.S. Trademark Registration No. 265,052 was cancelled on December 23, 2000.  A true and 

correct copy of the USPTO Records for U.S. Trademark Registration No. 265,052 as obtained 

from the Trademark Status & Document Retrieval is attached hereto as Exhibit 14. 

23. On May 1, 2013 Applicant served its Responses to Opposer’s First Request for 

Admissions.  A true and correct copy of Applicant’s responses and objections to Opposer’s 

Requests for Admissions No. 7 and 8, as contained in Applicant’s Responses to Opposer’s First 

Request for Admissions is attached hereto as Exhibit 15. 

24. On May 1, 2013 Applicant also served its Response to Opposer’s First Set of 

Requests for the Production of Documents and Things.  In response to Requests Nos. 12 and 13 

Applicant asserted numerous objections and provided no documents or other evidence.  A true 

and correct copy of Applicant’s responses and objections to Opposer’s Requests for the 

Production of Documents and Things Nos. 12 and 13 is attached hereto as Exhibit 16. 

25. Following the deposition of Applicant’s witness, Opposer’s counsel began 

preparing a response to Applicant’s May 24, 2013 deficiency letter. 

26. On June 13, 2013, Opposer sent a letter to Applicant via e-mail and first class 

mail addressing the deficiencies in Applicant’s responses to Opposer’s First Set of Requests for 
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Admissions, First Set of Interrogatories, and First Set of Requests for the Production of 

Documents and Things.  Enclosed with that letter was Opposer’s Supplemental Responses to 

Applicant’s First Set of Interrogatories.  A true and correct copy of Opposer’s June 13, 2013 

deficiency letter to Applicant is attached hereto as Exhibit 17; a true and correct copy of 

Opposer’s Supplemental Responses to Applicant’s First Set of Interrogatories is attached hereto 

as Exhibit 18. 

27. On June 17, 2013, Opposer sent a detailed letter to Applicant responsive to its 

May 24, 2013 deficiency letter via email and first class mail.  Opposer’s Amended Responses 

and Objections to Applicant’s First Request for Admissions were enclosed therewith.  A true and 

correct copy of Opposer’s June 17, 2013 letter to Applicant is attached hereto as Exhibit 19; a 

true and correct copy of Opposer’s Amended Responses and Objections to Applicant’s First 

Request for Admissions is attached hereto as Exhibit 20. 

28. Applicant’s counsel did not notify Opposer of Applicant’s Motion to Compel in 

response to the emails sent by Opposer’s counsel on June 13 and 17, 2013.   

29. On June 17, 2013, Applicant’s Motion (1) To Compel Discovery and (2) To Test 

Sufficiency of Responses to Requests for Admissions was received in Opposer’s counsel’s office 

(hereinafter referred to as “Applicant’s Motion to Compel”).  

30. Opposer did not receive e-mail service of Applicant’s Motion to Compel.  

Applicant’s Motion to Compel was only received by Opposer’s counsel via U.S. mail.  

31. Opposer prepared and dispatched the June 13 and June 17, 2013 correspondence 

and discovery materials without knowledge of Applicant’s Motion to Compel.   Beyond U.S. 

mail service, Applicant never informed Opposer that it had filed the Motion on June 11, 2013.   
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Counsel learned of Applicant’s Motion to Compel (a full 7 days after the motion was filed) only 

after having prepared and dispatched its June 17 letter (paragraph 27, above).  

32. Between receipt of Applicant’s May 24, 2013 deficiency letter and receipt of 

Applicant’s Motion to Compel, Opposer worked diligently to develop a proposed settlement 

agreement.  On June 19, 2013, Opposer sent Applicant proposed settlement terms for review. 

 

I declare under penalty of perjury under the laws of the United States of America, that the 

foregoing is true and correct.  

 

Executed July 1, 2013, at Ossining, New York. 

 

                                                                                        __________________________________ 

                                                                                           Oren Gelber 


































































































































































































































































































































































































































































































































































































































































































